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DETAILED ACTION 

1 . Applicant's arguments in response to the Office action dated 06/28/07 have been fully 
considered. 

2. Claims 1-15 are pending. 

3. All of the previously made 35 USC Section 1 12-second paragraph rejections are 
withdrawn in view of the present amendment and response. However, upon ftirther 
consideration a new 35 USC Section 1 12-second paragraph rejection is made. 

4. The 35 USC Section 102(e) or 103(a) rejection based on Devaney et al. (US 
2003/0049437A1) are withdrawn in view of the present amendment and response. 

5. A new 35 USC Section 102(b) rejection is made based on Akhter (US 5,958,537). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1, 3, 4, 7-9, 12-14 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 7 requires PSA tape having following multilayer construction of "pressure- 
sensitive adhesive layer/electrically conductive primer layer/carrier layer". The language of 
claim 7, specifically each layer separated by "/" symbol is confusing such that the structure of 
the PSA tape as claimed is difficult to ascertain. It is unclear as to whether Applicant is 
excluding any intervening layers between for example the PSA layer and the primer layer and 
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between the primer layer and the carrier layer. Additionally, claim 1 requires three layers (PSA 
layer, primer layer, and carrier layer) therefore are the layers of claim 7 additional layers? 
Similar reasoning applies to claims 8 and 9. For the purpose of the examination it is interpreted 
that there can be intervening layers present between the layers of claims 7-9 and the layers of 
claim 7 are not additional layers. As to claim 14, this claim recites "PETD" it is unclear as to 
what is PETD. For the purpose of the examination, PETD is interpreted as 
polyethylenedioxythiophene. 

Claim Rejections - 35 USC § 102/103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United Slates. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-3, 7, and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Akhter 
(US 5,958,537). 

Akhter discloses a static dissipative label (antistatic pressure-sensitive adhesive tape) 
comprising a backing fihn (carrier layer), at least one pressure-sensitive adhesive layer, and a 
primer layer containing electrically conductive particles (electrically conductive materials) that is 
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between the carrier layer and the pressure-sensitive adhesive layer (abstract, column 1 lines 4-11, 
column 1 line 65 to column 2 lines 1-18, and Figure). The electrically conductive particles of 
Akhter are metal particles (column 3 lines 29-30) and the electrically conductive materials of 
Akhter are homogeneously dispersed throughout the binder resin matrix of the primer layer 
(column 2 lines 4-12). Accordingly, Akhter anticipates claimed invention. 

8. Claims 1 and 6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Akhter (US 5,958,537). 

The invention of Akhter as apphed to claim 1 is previously disclosed in Section 9 above. 
Akhter is silent with regards to teaching the pressure-sensitive adhesive layer exhibits a 
shrinkback. However, it is reasonable to presume that the PSA layer of Akhter would exhibit a 
shrinkback as claimed. The support for said presumption is based on the fact that the PSA tapes 
of Akhter and that of Applicant comprise a carrier layer, a pressure-sensitive adhesive layer and 
at least one electrically conductive primer layer between the PSA layer and the primer layer. 
Further, Applicant and Akhter both disclose use of acrylic type adhesives (see PG PUB of this 
application and column 4 lines 45-46 of Akhter). Therefore, the PSAs of Applicant and Akhter 
are structurally and compositionally equivalent. Thus, the presently claimed feature of the PSA 
layer exhibiting a shrinkback would be present. The burden is shifted to Applicant to prove it 
otherwise (see In re Fitzgerald, 205 USPQ 594). In addition, the presently claimed feature of the 
PSA layer exhibiting a shrinkback would obviously have been present once the PSA of Akhter is 
provided (see In re Best, 195 USPQ at 433, footnote 4 CCPA 1977). 

9. Claims 4, 12, and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Akhter (US 5,958,537) alone. 
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Regarding claims 4 and 12, the primer layer of Akhter comprises conductive polymers 
such as polyaniline (colunm 2 lines 5-13 and column 4 lines 1-3), which reads on electrically 
conductive conjugated polymers. Alternatively, regarding claim 12, Akhter further discloses the 
primer layer comprising conductive particles comprising (i) inorganic oxides coated with a 
conductive material (column 2 lines 5-13 and column 3 lines 29-67), which reads on electrically 
doped material. Further, Akhter discloses that typically the conductive particles comprise at 
least about 30, preferably at least about 40 and more preferably at least about 50 weight percent 
of the combined weight of the binder resin and conductive particles (column 3 lines 44-47). 
Alternatively, with respect to the amount of electrically conductive materials as claimed, it is 
noted that Akhter discloses general condition of claims; specifically Akhter discloses an 
antistatic PSA sheet having a carrier layer, electrically conductive primer layer comprising 
conductive materials and a PSA layer. Akhter does not disclose the amount of electrically 
conductive materials. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to select the workable range of the amount of electrically 
conductive materials as claimed, since it has been held that when the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art (see In re Aller, 105 USPQ 233). 

10. Claims 5 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Akhter 
(US 5,958,537) in view of De Jonge et al. (US 6,284,83761). 

The invention of Akhter is previously disclosed. Akhter is silent with respect to teaching 
polymethacrylate PSA. However, De Jonge discloses PSA tapes and labels comprising 
polymethacrylate adhesives (see abstract and column 1 lines 35-40). It would have been obvious 
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to one having ordinary skill in the art at the time the invention was made to use the 
polymethacrylate PSA as taught by De Jonge in the invention of Akhter, motivated by the desire 
to form the static dissipative label. 

1 1 . Claims 8 and 9 are rejected under 35 U.S. C. 103(a) as being unpatentable over Akhter 
(US 5,958,537) in view of Schmeer et al. (US 4,536,441). 

Akhter does not disclose the structure of the PSA tape as required by claims 8 and 9, 
however the invention of Schmeer is relied upon to teach that such structures of PSA are if not 
inherent, they are at least obvious in view of Schmeer' s disclosure. Schmeer, specifically in 
abstract and at column 4 lines 39-50 contemplates a double sided adhesive tape having a primer 
coating on the surface of a backing layer (base layer). Thus, it would have been obvious to 
create a PSA tape as claimed in claims 8 and 9, motivated by the desire to enhance the strength 
of the tape. 

12. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Akhter (US 
5,958,537) in view of Luhmann et al. (US 6,395 ,389B1). 

Akhter is silent with respect to disclosing the PSA tape in the form of punched product. 
However, such punched tapes are known in the adhesive art as disclosed by Luhmann. The 
invention of Luhmann is directed to an adhesive tape strip (see abstract). According to Luhmann 
"Typical presentation forms [of the adhesive tape] include, punched adhesive tape strip sections 
covered on one side with a release laminate. . .forms." (column 4 lines 28-45). Thus, it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
provide the tape in the form of a punched product because doing so would involve routine skill 
in the art. 
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13. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Akhter (US 
5,958,537) in view of Craig et al. (US 6,299,79961). 

Akhter is silent with respect to teaching electrically conductive conjugated polymers are 
3,4-PEDT. However, Craig discloses creamer compositions that are capable of being cured to 
form antistatic, abrasion resistant creamers. Further the creamer compositions of Craig comprise 
electrically conductive organic polymers (abstract). The creamer compositions of Craig can be 
coated onto a substrate that can be a part of a pressure-sensitive adhesive tape (column 4 lines 1- 
9). Further, Craig discloses 3,4 polyethylenedioxythiophene (3,4 PEDT), polyaniline, and 
polypyroUe as electrically conductive polymers (column 4 lines 33-37). Thus, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to use 3,4 
PETD in the invention of Akhter because selecting a known material based on its suitability for 
its intended use (purpose of providing static dissipation of charge) involves routine skill in the 
art. 

Response to Arguments 

14. Applicant's arguments received on 10/01/07 have been considered but are moot in view 
of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
AppHcant is reminded of the extension of time poUcy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANISH DESAI whose telephone number is (571)272-6467. The 
examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 571-272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. D./ 

Examiner, Art Unit 1794 
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/Terrel Morris/ 
Terrel Morris 

Supervisory Patent Examiner 
Group Art Unit 1794 



